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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )|EI Responsive to communication(s) filed on 09 March 2006 and 10 July 2006 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-20 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) |EI Claim(s) 1-4,6-18 and 20 is/are rejected. 

7) E3 Claim(s) 5 and 1 9 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) ^ The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 09 March 2006 is/are: a)\Z\ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 
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a)|E| All b)Q Some * c)Q None of: 

1 0 Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.^ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Art Unit: 3753 

DETAILED ACTION 

Information Disclosure Statement 

1 . The information disclosure statements filed 3/9/2006 and 1 1/16/2006 are 
acknowledged by the examiner. 

Drawings 

2. Figures 1 and 1A should be designated by a legend such as -Prior Art-- because 
only that which is old is illustrated. See MPEP § 608.02(g). Corrected drawings in 
compliance with 37 CFR 1 .121(d) are required in reply to the Office action to avoid 
abandonment of the application. The replacement sheet(s) should be labeled 
"Replacement Sheet" in the page header (as per 37 CFR 1 .84(c)) so as not to obstruct 
any portion of the drawing figures. If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 

3. The drawings submitted with the 371 application submitted on 3/9/2006 were 
utilized. 

Specification 

4. The disclosure is objected to because of the following informalities: the listing of 
the figures does not include a brief description of Figures 1 and 1A. 

Appropriate correction is required. 



Claim Rejections - 35 USC § 103 
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5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

7. Claims 1 , 4 and 8-16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Benson (3,41 8,980) in view of Nickells (2,922,61 4). 

Regarding claim 1 , Benson discloses a valve assembly having an actuator unit 
comprising a housing (24) with an actuator (30) in the housing, a first end of the 
actuator having a first end cap (38), a stop (portion of the housing 24 on which the 
upper surface of the first end cap contacts in figure 2) arranged as a seat on the 
housing (24) wherein the stop maintains a distance between a sealing element (48) of a 
valve unit (lower portion of the housing that surrounds the sealing element 48) and the 
first end cap with the distance being smaller than the stroke distance effected by the 
actuator. Benson does not disclose the use of a hydraulic compensation element. 
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However, Nickells teaches the use of a hydraulic compensation element that is filled 
with a fluid (oil) and is connected to an actuator (solenoid element having coil 1 1) in 
order to dampen the movement of the actuator to reduce noise and provide hammer 
action for the valve (col. 1 , lines 21-26). Therefore, it would have been obvious to one 
of ordinary skill in the art at the time the invention was made to provide the actuator of 
Benson with a hydraulic compensation element as taught by Nickells in order to 
dampen the movement of the actuator to reduce noise of the actuator. 

In regards to claim 4, Benson discloses the stop is embodied as a taper on the 
internal diameter of the housing (figure 2). 

In regards to claim 8, Benson discloses the actuator is pre-tensioned by a tubular 
spring (rubber sleeve 32). 

In regards to claim 9, Nickells teaches the hydraulic compensation element is 
rigid in relation to forces applied for short periods (the fluid provides a dampening of the 
movement of the actuator; col. 1 , lines 21-26) but gives way when the actuator is 
actuated. 

In regards to claim 10, Nickells teaches the hydraulic compensation element has 
at least one hydraulic chamber (chamber defined between the shaft 24 and the plate 
having openings 37 and 40), a housing (defined by the elements 16 and the plate 
having openings 37 and 40), a piston (24) which can be pushed into the housing and a 
storage volume (defined by the bellows 39) which are sealed externally by means of a 
membrane (bellows 39) wherein the housing is connected to a second end of the 
actuator (figure). 
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In regards to claim 1 1 , Nickells teaches the hydraulic compensation chamber 
features a number of hydraulic chambers (a chamber is defined between the shaft 24 
and the plate having openings 37 and 40). 

In regards to claim 12, Nickells teaches the hydraulic chambers are embodied 
between axially pressure surfaces of the housing (defined by the elements 16 and the 
plate having openings 37 and 40) and the piston (24). 

In regards to claim 13, Nickells teaches the housing comprises axial holes (37, 
40) which connect the storage volumes (defined within the bellows 39) with the 
hydraulic compensation chambers. 

In regards to claim 14, Nickells teaches the hydraulic compensation element of 
the piston (24) and the housing each comprise different coefficients of thermal 
expansion (the different elements have different thicknesses and surfaces areas). 

In regards to claim 15, Nickells teaches the hydraulic compensation element is 
provided with an equalization store (defined within the bellows 39). 

Regarding claim 16, the modified Benson reference discloses a method of 
operation and/or manufacture wherein a first end cap (38 in Benson) is moved pasted a 
stop (tapered portion formed in the housing 24) such that with movement of the end cap 
toward the hydraulic compensation chamber (as taught by Nickells), the first end cap 
hits the stop and the movement is blocked. 
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1. Claims 2, 3, 6, 7, 17, 18 and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Benson (3,418,980) in view of Nickells (2,922,614) and further in 
view of Lorraine et al. (2002/0139863). 

In regards to claim 2, 3 and 17, Benson discloses a valve assembly having an 
actuator unit comprising a housing (24) with an actuator (30) in the housing, a first end 
of the actuator having a frustoconical first end cap (38), a stop (portion of the housing 
24 on which the upper surface of the first end cap contacts in figure 2) arranged as a 
seat on the housing (24) wherein the stop maintains a distance between a sealing 
element (48) of a valve unit (lower portion of the housing that surrounds the sealing 
element 48) and the first end cap with the distance being smaller than the stroke 
distance effected by the actuator. Benson does not disclose the use of a hydraulic 
compensation element. However, Nickells teaches the use of a hydraulic compensation 
element that is filled with a fluid (oil) and is connected to an actuator (solenoid element 
having coil 1 1 ) in order to dampen the movement of the actuator to reduce noise and 
provide hammer action for the valve (col. 1 , lines 21-26). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to provide 
the actuator of Benson with a hydraulic compensation element as taught by Nickells in 
order to dampen the movement of the actuator to reduce noise of the actuator. Benson 
does not disclose the first end cap to have its lateral surface featuring steps and having 
a plunger pointing towards the valve unit. However, Lorraine et al. teach a first end cap 
(44) to have steps on its lateral surface (the steps support the sleeve 110 and the guide 
member shown in figure 1) and a plunger (42) pointing toward a valve unit (17). 
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Therefore, it would have been an obvious matter of design choice to make the different 
portions of the first end cap of Benson as of whatever form or shape (lateral steps and 
having a plunger) was desired or expedient. A change in form or shape is generally 
recognized as being within the level of ordinary skill in the art, absent any showing of 
unexpected results. In re Dailey et al., 149 USPQ 47. 

In regards to claim 18, Benson discloses the stop is embodied as a taper on the 
internal diameter of the housing (figure 2). 

In regards to claims 6 and 20, the modified Benson reference discloses the 
actuator to have a second end cap (34) which is connected to the hydraulic 
compensation element (Nickells teaches the hydraulic compensation element is 
connected to a second end of the actuator at the bellows 39). 

In regards to claim 7, the Benson reference discloses the second end cap (34) is 
connected to leads (20, 17) and has an opening. 

Allowable Subject Matter 

2. Claims 5 and 19 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

3. The following is a statement of reasons for the indication of allowable subject 
matter: the prior art of record does not disclose the first end cap featuring two ears on a 
trans-axial plane of which the end cap has an external dimension which is greater than 
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the minimum internal dimension of the stop in combination with the other claim 
limitations. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andrew J. Rost whose telephone number is 571-272- 
271 1 . The examiner can normally be reached on 7:00 - 4:30 M-Th and 7:00 - 1 2:00 
Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robin Evans can be reached on 571-272-4777. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Ik. J. R.I /John K. Fristoe Jr./ 

Examiner, Art Unit 3753 Primary Examiner, Art Unit 3753 



